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RELATED APPEALS AND INTERFERENCES 

None. 

STATUS OF CLAIMS 

Claims 1-10 and 12-22 are pending and are being appealed herein. The pending claims are 
shown in the attached Appendix. The final Office Action rejected the claims as follows: 

• Claims 1, 6-10, 16, 17, 19, 20, and 22 are rejected under 35 U.S.C. § 102(e) as being 
unpatentable over U.S. Patent No. 6,122,372 to Hughes ("Hughes"). 

• Claims 1 2-1 5 are rejected under 35 U.S.C. § 1 02(e) as being unpatentable over U.S. 
Patent No. 6,446,1 10 to Lection et al. ("Lection"). 

• Claims 5, 18, and 21 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Hughes in view of Lection. 

• Claims 2-4 are rejected xrnder 35 U.S.C. § 1 03(a) as being unpatentable over Hughes 
in view of U.S. Patent No. 6,507,856 to Chen et al. ("Chen"). 



STATUS OF AMENDMENTS 

No amendments have been filed subsequent to the final Office Action. 
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SUMMARY OF INVENTION 

In making reference herein to various portions of the specification and drawings in order to 
explain the claimed invention (as required by 37 C.F.R, § 1 .192(c)(5)), Appellants do not intend to 
limit the claims; all references to the specification and drawings are illustrative unless otherwise 
explicitly stated. 

Aspects of the present invention provide a firamework that allows for the efficient exchange 
of data between application programs, even when the application programs are operating on different 
operating system platforms. Specification, p, 2, Ins. 12-14. A software envelope may be generated 
that contains a data file, and the envelope is transmitted to a destination location. Specification, p. 2, 
Ins. 17-18. The envelope may be implement, for example, using XML tags. Specification, p. 8, Ins. 
9-10; Figure 3 . At the destination location, an object may be created fi-om the data file with a plugin 
object. Specification, p. 2, Ins. 18-20. The plugin object may be chosen to correspond to the same 
predetermined schema imder which the data file was created. Specification, p. 2, Ins. 16-20. 

A particular data structure may fiirfher be used to implement such efficient data exchange. 
The data structure may include a first field containing address information, a second data field 
containing the identification of a predetermined schema, and a third data field containing a data file 
formatted in a markup language in accordance with the schema. Specification, p. 3, Ins. 8-11. The 
data structure may fiirther include a data field containing manifest information that indicates the type 
of information contained in the software envelope. Specification, p. 10, Ins. 10-11; Figure 5. 
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ISSUES PRESENTED ON APPEAL 

A. Whether the Examiner's reliance on a "substantial steps" test in making an anticipation 
rejection under 35 U.S.C. § 102 is improper. 

B. Whether claims 1, 6-10, 16, 17, 19, 20, and 22 are patentable over Hughes. 

C. Whether claims 12-15 are patentable over Lection. 

D. Whether claims 5, 18, and 21 are patentable over Hughes in view of Lection. 

E. Whether claims 2-4 are patentable over Hughes in view of Chen. 

GROUPING OF CLAIMS 

In accordance with 37 C.F.R. § 1 .192(c)(7), Appellants respectfully request that the claims 
not stand or fall together. Appellants request that the following groups of separately patentable 
claims be recognized: 

GROUP I — Independent claims 1 and 20, and dependent claims 2-10, 21, and 22. 

GROUP II - Independent claim 16, and dependent claims 17-19. 

GROUP in - Independent claim 12, and dependent claims 13-15. 
Separate arguments for patentability for Groups I-III are provided. 
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ARGUMENT 

A. The Examiner's Reliance on a ^^Substantial Steps'' Test is Improper 
in Makine an Anticipation Rejection Under 35 U.S.C. S 102 

In rejecting claims 1, 6-10, 16, 17, 19, 20, and 22 as being anticipated by Hughes xmder 35 
U.S.C. § 102, the Examiner acknowledges that Hughes fails to teach or suggest all of the claimed 
features. In particular, Hughes does not teach or suggest that a plugin object creates an object from a 
data file as claimed. To overcome this deficiency of Hughes, the Examiner asserts that "Hughes may 
not use the word 'creating' a message object, however Hughes takes substantial steps for carrying out 
a means for creating a message object from an incoming encapsulated message." Final Office 
Action, p. 2. The Examiner's "substantial steps" standard has no legal basis and is wholly improper 
in supporting an anticipation rejection under 35 U.S.C. § 102. A claim is anticipated only if each 
and every element as set forth in the claim is found, either expressly or inherently described, in a 
single prior art reference. Verdegaal Bros, v. Union Oil Co. of California, 814 F.2d 628, 631, 2 
USPQ2d 1051, 1053 (Fed. Cir. 1987). Importantiy, the Examiner does not (and cannot) 
acknowledge that Hughes expressly or inherently describes each and every element as claimed. 

Moreover, the Examiner's assertion that Hughes does not use the word "creating" is a red 
herring. While Appellants recognize that identity of terminology is not required for anticipation. In 
re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990), Hughes's deficiency goes well beyond 
differing vocabulary; the claim feature, the concept itself, is simply not taught or suggested by 
Hughes (as will be discussed in later sections of this argument). For at least this reason, it is 
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respectfully submitted that the rejection of claims 1, 6-10, 16, 17, 19, 20, and 22 is improper and 

should be withdrawn. 

B. Claims 1. 6-10. 16. 1 7. 19. 20. and 22 are Patentable Over Hushes 

Independent claim 1 is directed to a method for exchanging data between a source location 

and a destination location. The method of claim 1 includes the step of creating an object from a data 

file with a plugin object corresponding to a predetermined schema. The final Office Action alleges 

that this feature is foxmd in col. 9, Ins. 25-32 of Hughes, which discusses using template, protocol, 

and contract tags to interpret a message: 

Next, encapsulated message 200 includes a template tag 204 that provides a 
template CNS ID, a protocol tag 205 that provides a protocol CNS ID, and a 
contract tag 206 provides a contract CNS ID. The purpose of the template, 
protocol, and contract CNS ID*s is to verifiably identify the template, 
protocol, and contract which should be used to interpret the encapsulated 
message. 

Thus, this portion of Hughes discloses using template, protocol, and contract tags to interpret a 
message, not to create anything, much less an object, from a data file. Nor does any other portion of 
Hughes teach or suggest creating an object from a data file with a plugin object corresponding to a 
predetermined schema, as recited in claim 1. 

The final Office Action acknowledges this deficiency of Hughes, and attempts to overcome it 
by alleging that Hughes nevertheless 'takes substantial steps for carrying out a means for creating a 
message object from an incoming encapsulated message." Final Office Action, p. 2. As discxissed 
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above, this "substantial steps" standard xised by the Examiner is the wrong legal standard to apply 
when making an anticipation rejection under 35 U.S.C. § 102. 

Moreover, neither the cited portion of Hughes, nor any other portion of Hughes, teaches or 
suggests the recited plugin object. The Examiner apparently attempts to compare the template tag, 
protocol tag, or contract tag with the claimed plugin object. However, these are merely identifying 
tags, not a plugin object as claimed. 

For at least these reasons, Hughes by itself fails to anticipate claim 1 , since Hughes does not 
teach or suggest creating an object from a data file with a plugin object corresponding to a 
predetermined schema, as required by claim 1. Moreover, the Examiner's "substantial steps" is 
improper and does not cure the lack of anticipation by Hughes. 

Independent claim 16 is directed to a method for creating data at a source location to transmit 
to a destination location. The claimed method includes the steps of generating a data file with a 
markup language in accordance with a predetermined schema; identifying a plugin object that creates 
an object from the data file; generating a software envelope containing the data file; and transmitting 
the software envelope to the destination location. 

As previously discussed, the cited portion of Hughes discloses using template, protocol, and 
contract tags to interpret a message. The cited portion of Hughes does not teach or suggest a plugin 
object that creates an object from a data file, as plainly recited in claim 16. Nor does any other 
portion of Hughes teach or suggest this feature of claim 16. 
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As also previously discussed, the "substantial steps" standard used by the Examiner is wholly 
improper and inappropriate to an anticipation rejection under 35 U.S.C. § 102. Notably, the 
Examiner has failed to show that Hughes, by itself, teaches or suggests each and every one of the 
features recited in claim 16. 

Moreover, neither the cited portion of Hughes, nor any other portion of Hughes, teaches or 
suggests the recited plugin object. The Examiner apparently attempts to compare the template tag, 
protocol tag, or contract tag with the claimed plugin object. However, these are merely identifying 
tags, not a plugin object as claimed. Indeed, none of the tags in Hughes create anything; they merely 
contain identifying data. Hughes, col. 9, Ins. 25-32. hi contrast, claim 16 requires identifying a 
plugin object that creates an object from the data file. 

For at least these reasons, claim 16 is allowable over Hughes. 

hidependent claim 20 is also allowable over Hughes for at least similar reasons as discussed 
above with regard to claim 1, and further in view of the differing features recited therein. 

Claims 6-10, 17. 19. and 22 are also allowable over Hughes for at least those reasons that 
their respective independent claims are allowable, and further in view of the additional features 
recited therein. 

C. Claims 12-15 are Patentable Over Lection 

hidependent claim 12 is directed to a computer readable medium having stored thereon a data 
structure. The claimed data structure includes various data fields, including a data field containing a 
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data file formatted in a markup language in accordance with the schema, and a data field containing 
manifest information corresponding to information contained in the data file data field. Thus, claim 
12 requires both a data file data field and a manifest information data field. 

The Examiner asserts that Lection discloses both data fields as being part of a data type 
definition (DTD). Lection's DTD contains screen information and session information. Lection, 
col. 9, Ins. 15-17. The screen information contains three sub-elements: content, interaction, and 
display sub-elements. Lection, col. 9, Ins. 23-26. 

The Examiner attempts to compare Lection's screen and session information with the 
claimed data file data field, and the sub-elements within the screen and session information with the 
claimed manifest information data field. However, the sub-elements of the screen and session 
information are part o/the screen and session information. In other words, this portion of Lection 
simply discloses a screen and session information structure having content, where the content 
includes the sub-elements. Accordingly, Lection fails to teach or suggest both the claimed data field 
including a data file and the data field including manifest information corresponding to information 
contained in the data file, as claimed. 

Even assximing for the sake of argument that the sub-elements of the screen and session 
information can be compared with the claimed manifest information data field, these sub-elements 
nevertheless do not include manifest information as claimed. Appellants' specification describes 
^'manifest information," for example, at p. 10, In. 10, to p. 11, In. 10. An example of manifest 
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information is also shown in Fig. 5 of the specification. Manifest information may include, for 
example, a name of a docximent, a description of the document, a name of attachments, a description 
of the attachments, and an identification of the type of attachments. In contrast, referring to 
Lection's sub-elements, the content element includes information about the host screen fields 
including both text content and text attributes (field start position, length, protected or improtected, 
and field text) Lection, col. 9, Ins. 27-30. The interaction element specifies and inboimd fimction 
key. Lection, col. 9, Ins. 31-32. The display element stores the host-application-generated screen- 
display-related information, such as background and foreground color. Lection, col. 9, Ins. 38-40. 
However, none of these sub-elements provide manifest information as claimed, such as the name of a 
document, the description of the docimient, the name of attachments, the description of the 
attachments, and the identification of the type of attachments. 

For at least the above reasons, it is submitted that claim 12 is allowable over Lection. 

Claims 13-15 depend from claim 12 and are also allowable for at least those reasons that 
claim 12 is allowable, and fijrther in view of the additional features recited therein. 

D. Claims 5, 18* and 21 are Patentable Over Hushes in View of Lection 

Claims 5, 18, and 21 are allowable for at least those reasons that their respective independent 
claims are allowable, and fiirther in view of the additional features recited therein. Moreover, the 
addition of Lection fails to cure the above-discussed deficiencies of Hughes. Accordingly, claims 5, 
18, and 21 are also allowable over the proposed combination of Hughes and Lection. 



-10- 



Cole et al. - U.S. Serial No. 09/605,544 
Appeal Brief 



E. Claims 2-4 are Patentable over Hushes in View of Chen 

Claims 2-4 depend from claim 1 and are allowable for at least those reasons that claim 1 is 
allowable, and further in view of the additional features recited therein. Moreover, the addition of 
Chen fails to cure the above-discussed deficiencies of Hughes. Accordingly, claims 2-4 are also 
allowable over the proposed combination of Hughes and Chen. 



CONCLUSION 

For all of the foregoing reasons. Appellants respectfully submit that the final rejection of 
claims 1-10 and 12-22 is improper and should be reversed. 



Respectfully submitted. 



Dated: June 29, 2004 By: 

^foxdzn N. Bodner 
Registration No. 42,338 

BANNER & WITCOFF, LTD 
1001 G Street, N.W. 
Eleventh Floor 
Washington, D.C. 20001 
Office: (202) 824-3000 
Fax: (202) 924-3001 
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APPENDIX 
CLAIMS INVOLVED IN THE APPEAL 

1 . A method for exchanging data between a source location and a destination location 
comprising the steps of: 

generating a data file with a markup language in accordance with a predetermined 

schema; 

generating a first software envelope containing the data file; 
transmitting the software envelope to the destination location; and 
creating an object from the data file with a plugin object corresponding to the 
predetermined schema. 

2. The method of claim 1 , fiirther including the step of; 

automatically generating a second software envelope from the information contained 
in the first software envelope. 

3 . The method of claim 2, wherein the first software envelope contains destination and 
source address information and 

wherein the step of automatically generating a second envelope includes generating a 
second envelope having a destination address matching the soxirce address of the first envelope. 
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4. The method of claim 2, wherein the first software envelope contains state information 

and 

wherein the step of automatically generating a second envelope includes generating a 
second envelope having a destination address determined by the state information. 

5. The method of claim 1 , wherein the markup language comprises extensible markup 
language pCML). 

6. The method of claim 1 , wherein the markup language comprises standard generalized 
markup language (SGML). 

7. The method of claim 1 , wherein the step of transmitting comprises transmitting the 
software envelope via electronic mail. 

8. The method of claim 1 , wherein the step of transmitting comprises transmitting the 
software envelope via HTTP. 
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9. The method of claim 1 , wherein the step of transmitting comprises transmitting the 
software envelope via an intermediate server. 

10. A computer readable medium having computer-executable instructions for 
performing the steps recited in claim 1 . 

11. (Cancelled). 

12. A computer readable medium having stored thereon a data structure comprising: 

(a) a data field containing address information; 

(b) a data field containing the identification of a predetermined schema; 

(c) a data field containing a data file formatted in a markup language in 
accordance with the schema; and 

(d) a data field containing manifest information corresponding to the 
information contained in the data file data field. 

13. The computer readable medixmi of claim 1 2, fiirther including: 
(d) a data field containing state information. 
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1 4. The cx)mputer readable medium of claim 1 3, wherein the state information contains 
address information. 

1 5 . The computer readable medium of claim 1 2, wherein the address information contains 
an address for replying to a message. 

16. A method for creating data at a source location to transmit to a destination location 
comprising the steps of: 

generating a data file with a markup language in accordance with a predetermined 

schema; 

identifying a plugin object that creates an object fi-om the data file; 
generating a software envelope containing the data file; and 
transmitting the software envelope to the destination location. 

1 7. The method of claim 1 6, wherein the step of generating a software envelope includes 
generating a software envelope containing the data file and the plugin object. 

1 8. The method of claim 1 6, wherein the markup language comprises extensible markup 
language (XML). 
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19. The method of claim 16, wherein the markup language comprises standard 
generalized markup language (SGML). 

20. A method for extracting data from a file transmitted from a source location 
comprising the steps of: 

receiving a software envelope containing a data file marked up with a markup 
language in accordance with a predetermined schema; and 

creating an object from the data file with a plugin object corresponding to the 
predetermined schema. 

2 1 . The method of claim 20, wherein the markup language comprises extensible markup 
language (XML). 

22. The method of claim 20, wherein the markup language comprises standard 
generalized markup language (SGML). 
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